
United States FKtent and TkAPEMARK Office 



UNITED STATES DEPARTMENT OF COMMERCE 

Uoitfsd States Pa toot and Trademark Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 

Washington, D.C. 20231 

www. uspto. gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/846,565 



04/27/2001 



R. Edward Winters 



4126 



7590 

JOHN M. BRANDT 
60 THAXTER ST 
HINGHAM,MA 02043 



08/15/2002 



EXAMINER 



MILLER, CHERYL L 



ART UNIT 



PAPER NUMBER 



3738 

DATE MAILED: 08/15/2002 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 

09/846.565 


Applicant(s) 

WINTERS, R EDWARD 


Examiner 

Cheryl L Miller 


Art Unit 

3738 





The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)S Responsive to communication(s) filed on 27 April 2001 . 
2a)n This action is FINAL. 2b)[3 This action is non-final. 

3) n Since this application is in condition for allowance except for fomnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) 13 Claim(s) iiZ is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) fzZ is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 13 The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 27 April 2001 is/are: aO accepted or b)S objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a), 

11) n The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 13 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) S Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121, 

Attach ment(s) 



1 ) 13 Notice of References Cited (PTO-892) 

2) n Notice of Draflsperson's Patent Drawing Review (PTO-948) 

3) n Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 



4) n Interview Summary {PTO-413) Paper No(s). 

5) C] Notice of Informal Patent Application (PTO-1 52) 

6) 0 Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 
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DETAILED ACTION 
Information Disclosure Statement 

1. The listing of references in the specification is not a proper information disclosure statement. 37 
CFR 1.98(b) requires a Hst of all patents, publications, or other information submitted for consideration 
by the Office, and MPEP § 609 A(l) states, "the list may not be incorporated into the specification but 
must be submitted in a separate paper." Therefore, unless the references have been cited by the examiner 
on form PTO-892, they have not been considered. 

Oath/Declaration 

2. The oath or declaration is defective. A new oath or declaration in conpliance with 37 

CFR 1.67(a) identifying this apphcation by application number and filing date is required. See MPEP 
§§ 602.01 and 602.02. 

The oath or declaration is defective because: 

It does not identify the mailing or post office address of each inventor. A mailing or post office 
address is an address at which an inventor customarily receives his or her nmil and may be either 
a home or business address. The mailing or post office address should include the ZIP Code 
designation. The mailing or post office address may be provided in an application data sheet or a 
supplemental oath or declaration. See 37 CFR 1.63(c) and 37 CFR 1.76. 

Specification 

3. The abstract of the disclosure is objected to because line 14 of the abstract contains the language 
'TTie invention", which is improper and should be deleted. Correction is required. See MPEP 

§ 608.01(b). 

Apphcant is reminded of the proper language and format for an abstract of the disclosure. 

The abstract should be in narrative form and generally lin^ted to a single paragraph on a separate 
sheet within the range of 50 to 150 words. It is inportant that the abstract not exceed 150 words in length 
since the space provided for the abstract on the conputer tape used by the printer is limited. The form 
and legal phraseology often used in patent claims, such as "means" and "said," should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether there is a need for 
consulting the full patent text for details. 
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The language should be clear and concise and should not repeat information given in the title. It 
should avoid using phrases which can be inplied, such as, "The disclosure concerns," "The disclosure 
defined by this invention," "The disclosure describes," etc. 

Drawings 

4. The drawings are objected to as faihng to conply with 37 CFR L84(p)(5) because they include 
the following reference sign(s) not mentioned in the description: reference numeral (4) in figure 1. A 
proposed drawing correction, corrected drawings, or amendment to the specification to add the reference 
sign(s) in the description, are required in reply to the Office action to avoid abandonment of the 
appUcation. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

6. Claim 3 is rqected under 35 U.S.C. 1 12, first paragraph, as containing subject matter which was 
not described in the specification in such a way as to enable one skilled in the art to which it pertains, or 
with which it is most nearly coimected, to make and/or use the invention. Claim 3 recites "wherein said 
delivery means is a tube arranged to fit over said coil." However claim 1, from which claim 3 depends 
on, recites "said delivery means and said coil are inserted into said tube". If the delivery means and coil 
are fit inside the tube, the delivery means cannot be the tube, and the specification does not disclose a coil 
and a tube fit over a coil and inserted into an additional tube. 

7. The following is a quotation of the second paragraph of 35 U.S.C 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

8. Claims 1-7 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the invention. 
Claims should be one sentence in length, therefore the capitalization in claims 1 and 5 is not necessary. It 
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is suggested to change in claim 1, "A" and "Cylindrical" to recite -a~ and -cylindrical--. Similar 
problems are present in claim 5. 

9. Claim 1 recites the limitations "said tube" in line 6 and '"the original preformed hoop 
configuration" in line 8. There is insufficient antecedent basis for these limitations in the claim. It is 
suggested to change "said tube" to recite ~a tube-, and to change "the original" to recite -an original--. 
Claims 2-4 depend upon claim 1 and inherit all problems associated with the parent claim 

10. Claims 2-4 recite the limitation "The apparatus of claim 1 " in line 1 of each claim There is 
insufficient antecedent basis for this limitation in the claim An apparatus has not been positively claimed 
in the parent claim. It is suggested to change "The apparatus of claim 1" to recite --The expandable hoop 
support of claim 1-. 

11. Claim 5 recites the limitation "The procedure" and "said artery" in lines 1 and 6 respectively. 
There is insufficient antecedent basis for this limitation in the claim. It is suggested to change "The 
procediu*e" to recite ~A procedure-- and to change "said artery" to recite -an artery- or -a coronary 
artery—. Claim 5 also contains a minor grammatical error in line 4, where it is suggested to change 
"Providing cylindrical" to recite —providing a cylindrical-. Claims 6-7 depend fi"om claim 5 and inherit 
all problems associated with the parent claim 

Claim Rejections - 35 USC § 102 

12. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 (AIPA) 
do not apply to the examination of this apphcation as the apphcation being examined was not (1) filed on 



# 
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or after November 29, 2000, or (2) voluntarily published under 35 US.C. 122(b). Therefore, this 
application is examined under 35 US.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 35 
U.S.C. 102(e)). 

13. Claims 1-7 are rejected under 35 U.S.C. 102(e) as being anticipated by Brown et al. (USPN 
6,093,199). Brown discloses an expandable hoop support (10), (30), and procedure for opening an artery 
substantially as claimed. Brown discloses a preformed hoop con^osed of a coil having memory (fig. 1 A; 
col.3, lines 12-19) and a cylindrical delivery means to constrain coil into a linear configuration, the 
delivery means being either a rod fit within the coil (col.3, lines 21-24; col.4, lines 65-67) or a tube fit 
over the coil (col.3, lines 21-24), and wherein when delivery means is removed in an artery, coil 
reconfigures into an original preformed configuration (col.3, lines 21-27; col.4, lines 48-67; col.8, line 62- 
col.9, line 16). 



14. The prior art nriade of record and not relied upon is considered pertinent to applicant's disclosure. 

Any inquiry conceming this communication or earlier communications from the examiner should 
be directed to Cheryl L. Miller whose telephone number is (703) 305-2812. The examiner can normally 
be reached on Monday through Friday from 7:30am to 5:00pm 

If attenpts to reach the examiner by telephone are unsuccessfiil, the examiner's supervisor, 
Conine McDermott, can be reached on (703) 308-21 1 1. The fax phone number for the organization 
where this apphcation or proceeding is assigned is (703) 305-3590. 

Any inquiry of a general nature or relating to the status of this apphcation or proceeding should 
be directed to the receptionist whose telephone number is (703) 308-0858. 



Conclusion 
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